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In re application of: 
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PETITION TO DIRECTOR OF 
TECHNICAL CENTER 2100 UNDER 37 
C.F.R.§ 1.181 



Mail Stop AF 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In response to the Final Office Action mailed January 30, 2006 on the 
above-referenced application, this Petition to the Director of Technical Center 2100 under 
37 C.F.R §1.181 is being filed contemporaneously with an Amendment Under 37 C.F.R. 
§1.116 Expedited Procedure Examining Group 2131. Applicant respectfully submits that 
a Requirement for Information under 37 C.F.R. 1.105 in the Final Office Action mailed 
January 30, 2006 is improper and therefore requests that the Requirement be withdrawn. 

The Final Office Action has made a Requirement for Information under 37 
C.F.R. §1.105 regarding five (5) references (the "SiteMinder documents") originally cited 
in an Information Disclosure Statement filed by the Applicants on March 12, 2004. More 
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specifically, the Requirement for Information as stated in the Final Office Action 
requests, because of the voluminous nature of the references, an explanation of the 
references. Furthermore, the Final Office Action states that the references have been 
"placed in the application file, but the information referred to therein has not been 
considered." 

However, the first Office Action dated July 14, 2005 included a copy of 
the Applicant's Information Disclosure Statement in which the SiteMinder documents 
were cited. In this copy^ dated July 8, 2005, the SiteMinder documents were initialed and 
the Information Disclosure Statement was signed by the Examiner indicating that the 
references had in fact been considered. Attached is a copy of the Information Disclosure 
Statement filed by the Applicant, signed and dated by the Examiner July 8, 2005, wherein 
the Examiner had initialed all of the five (5) SiteMinder documents. 

Additionally, as stated in MPEP §704. 1 1 (b): 

"A requirement may be made at any time once the necessity for it is 
recognized and should be made at the earliest opportunity after the 
necessity is recognized. The optimum time for making a requirement is 
prior to or with a first action on the merits because the examiner has 
the maximum opportunity to consider and apply the response. Ordinarily, 
a request for information should not be made with or after a final 
rejection." [emphasis added] 

Applicant respectfully argues that if there was a necessity for such 
information it should have been recognized prior to issuance of the first Office Action 
and therefore the Requirement for Information should have been made in the first Office 
Action. Rather, the first Office Action included a signed copy of the Information 
Disclosure Statement filed by the Applicant with the SiteMinder references initialed 
indicating that the references had in fact been considered even without the newly required 
information and in spite of the voluminous nature of the references. Therefore, the 
Applicant believes that the Requirement for Information is improper and should be 
withdrawn. 
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Furthermore, Applicant respectfully argues that the Requirement for 



Information is not proper as it is made in the Final Office Action. Regarding a 
Requirement for Information made with or after a final rejection, MPEP §704.1 1(b) goes 



"A requirement for information is not proper when no further action 
would be taken by the examiner. The reasonable necessity criteria for a 
requirement for information implies further action by the examiner. This 
means that actions in which requirements for information necessary 
for examination are made should generally be a non-final action 
because the applicant's reply must be considered and applied as 
appropriate." [emphasis added] 

For at least these reasons, Applicant believes that the Requirement for 



Information is improper. Therefore, Applicant respectfully requests withdrawal of this 
Requirement for Information. 



The Commissioner is authorized to deduct any Fee for this Petition to 



Director from the undersigned's Deposit Account No. 20-1430. Please deduct any 
additional fees from, or credit any overpayment to, the above-noted Deposit Account. 



If the Director believes a telephone conference would expedite 



prosecution of this application, please telephone the undersigned at: 303-571-4000. 



TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 94111-3834 

Tel: (303) 571-4000 (Denver) 

Fax: (303) 571-4321 (Denver) 

WJD:sbm 



on to state: 



CONCLUSION 




Respectfully submitted. 



William J. Daley 
Reg. No. 52,471 
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